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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Serial Number:  79139080 

 

Mark:    JOY 

 

Applicant:    Siemens Medical Instruments Pte. Ltd. 

 

Filing Date:   Oct. 29, 2013 

 

Examining Attorney:  Joanna Elisa Fiorelli 

    Law Office 105 

 

 

 

REQUEST FOR REMAND  

AND SUBMISSION OF LETTER OF CONSENT 

 

COMES NOW the Applicant, Siemens Medical Instruments Pte. Ltd. (“SMI”), by counsel, 

and pursuant to TBMP §1205, hereby moves the Board to remand the present appeal to the 

Examining Attorney for consideration of the attached Letter of Consent by KABUSHIKI KAISHA 

TOP, the owner of the prior registrations cited as bars to the present application.  

In support of this request, Applicant shows the Board the following: 

1. In a FINAL Office Action issued on August 28, 2014, the Examining Attorney maintained 

and made final the refusal to register Applicant’s mark based on Trademark Act Section 

2(d), citing Registration Nos. 4081775 for the mark MEDIJOY and 4232061 for the mark 

MEDJOY, both owned by KABUSHIKI KAISHA TOP (“KK-TOP”).   

2. On March 2, 2015, Applicant’s prior U.S. counsel filed a pro forma Request for 

Reconsideration, submitting brief arguments that: 

“[The cited] registrations cover a wide range of goods in Class 10, including 

"hearing aids for the deaf." Applicant submits that there is no likelihood of 

confusion between the marks JOY and MEDJOY or MEDIJOY because the marks 

look and sound different and will have different commercial impressions. Further, 
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investigations into Top's use of the mark MEDJOY and MEDIJOY show no 

evidence of the use of the mark in connection with hearing aids or other assistive 

listening devices. Thus, these marks should not continue to block the instant 

Applicant with respect to these goods.”  

 

No evidence was provided with this Request for Reconsideration. 

3. In addition to the Request for Reconsideration, Applicant’s prior U.S. counsel filed a 

Notice of Appeal on March 2, 2015. 

4. Due to miscommunications, Applicant’s primary counsel in Germany was not aware that 

U.S. counsel had filed the Request for Reconsideration and Notice of Appeal.  Applicant’s 

counsel in Germany had been corresponding with Applicant and with counsel for KK-TOP, 

owner of the cited registrations, regarding the possibility of obtaining a letter of consent 

from KK-TOP to registration of Applicant’s mark. 

5. On April 2, 2015, the Request for Reconsideration that was filed by the prior U.S. counsel 

was denied, and the refusal to register Applicant’s mark was maintained based on 

likelihood of confusion with prior registrations 4081775 MEDIJOY and 4232061 

MEDJOY. 

6. On April 9, 2015, the letter consenting to registration of Applicant’s mark was signed by 

KK-TOP, owner of the cited registrations.  

7. On April 16, 2015, the undersigned contacted the Examining Attorney, Joanna Elisa 

Fiorelli, by email, explained that there had been some miscommunications between prior 

counsel and the client, and asked if it would be possible for the Examining Attorney to 

consider the letter of consent and approve the application for publication. 

8. On April 16, 2015 the Examining Attorney responded that she was not able to consider the 

consent statement because more than six months had passed since the Final Action was 

issued. 
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9. Applicant’s Appeal brief deadline is June 7, 2015. 

10. Good cause exists for remanding this appeal to the Examining Attorney for consideration 

of the letter of consent because accepting this consent will allow the Examining Attorney 

to approve the application for publication. 

11. This request is being submitted in good faith. 

 

WHEREFORE, Applicant respectfully requests that the Board grant Applicant’s request 

and remand the application to the Examining Attorney to consider the attached letter of consent to 

registration of Applicant’s mark by the owner of the cited registrations. 

 

Respectfully submitted, 

      

       

       

Date: April 24, 2015    __________________________ 

Janice W. Housey  

      Attorney for Applicant   

 

      Symbus Law Group, LLC 

PO Box 11085 

McLean, VA 22102 

703.957.5274 office 

540.518.9037 fax 

 

 



KABUSHI K[ KAI SHA TOP
19‐ 10 SenJ unakai ‐ cho,

Adacl こ ‐ku, Toky‐ o, 」 apan
TEL: 03‐ 3882‐ 3101
Fぶ : 03‐ 3882‐ 3301

Apri 1 9,  2015

Re Trademark Appl i cat i on Sero No. 79139080
1n t he nal ■ e of  St emens Ⅳ生edi cal  l nst rument s Pt e. Lt d
W[ ark: J OY

Dear Si rsi

The undersi gl l ed i s aware t hat  Si emens Medi cal  l nst rument s Pt e. Lt d。 ( ` ｀ SMI ' ' ) ■ l ed an

ext ensi on of  i t s l nt emat i onal  Regi st rat i on] No. 1183243 f ort he t rademark J OY t o t he U. S. and
t he same has been assi gned Ser. No. 79139080( t he“ ' 080 apphcat i on' ' ) .  Thè o80 appl i cat i on

reci t cs l nedi cat  heari ng ai ds i n Cl ass 1 0,

Thi s compそny, KABUSHI Kl  KAI SHA TOP, ( C̀ KK Top") i S he Owner of t he f ol i owi ng
regi st rat i ons( bOt h ext t nsi ons of l nt erl l at i onal  Regi st rat i ons t o t he U. S。 ) i

o Ⅳ[ DJ OY UoS, Regi st t at i on No. 4232061; and
●  Ⅳ[ DI J OY UoS. Regi st rat i on No. 4081775

bot h of  whi ch reci t e t he f ol l owi ng goodsi  Sur
curet t es, surgi cal  ret t act ors, surgi cal  f orceps, suェ :

gynecot ogi cal  di l at ors,  surgi cat  exci sers,  nana(
el ect r i c bone operat i ng machi nes, aamel y, surg

議ぜ紹ぎ: : ' 浦輩乳: 紹屠瑞ξぎ鴨駐ほ猟諷ど撃ぷ輔晟糀駕泌蒲躙

燃 郎鐵    軽蝉報撒
碑mt t  d∝竹∝γdo」ぬ medた n dat t 。 亜ct t r毬黙解m靴継y娼撃済: 寵 '

magnet i c  resonance  ct    i l nagi ng  apparを

選翻
盤聰: 盈怒篭群 温燃岳i 灘鰍長
oxygen i nhal ers f or t herapcut i c purposes,  ui t ravi ol et  radi at or uni t s f or t herapeut i c purposes,
def l bri l l at ors,  pneumohorax apparat us f or rei nnat i ng a col l apsed l ung,  heai  pacemakers,

撤 絲 琴 献 奪 揺 軽 繭 蝉 議 軽 鞠 熱

懇紹鑑: 考丞謡縮即郡就: ' 篤踏l 認: 縦 曳と認 総 溌1晉電綴



support  bel t s, back support s. art i nci al  eyes; art i f l ci al  l i rnbs; acoust i c ai ds, namcl y, hcari ng ai ds
f or t he dcat  auxi l i ary medi cal  devi ccs,  namel y,  st et hoscopes and onhodont i c apphances;
mcdi cal  X― ray apparat us;  ort hopcdi c art i cl es,  namel y,  onhOpedi c f oot wear,  cushi ons f or
ort hopedi c care;  t hree― way st opcocks f or mcdi cal  use;  t ubcs f or medi cal  purposes,  namel yタ
cndot racheal  t ubes, i nf usi on t ubes, gast rost omy t ubes, f eedi ng t ubes; drai nage t ubes f or medi cal
purposes,  cat het ers;  gast rost omy ki t s compri si ng cat het er t i ps and uni versal  adapt ers,  peg
( perCut aneous cndoscopi c gast rost omy) ki t S, compri sed esscnt i al l y of  peg t ube, f eedi ng adapt er,
ret ent i on di sc, and i oop i nsert i on wi re; i nt t si on bags f or l nedi cal  purposes, sol d empt y; f eedi ng
bags f or medi cal  purposes, sol d empt y; i t t ect orS f Or medi cal  purposes, namel y, syri nges and
needi es; i t t ect i On syri ngcsi  syr i nge barel s; i t t ect i On ncedl es; i nf usi on set s wi t h i t t ect i On needl es
f or rnedi cal  purposes;  i nt ravenous cat het ers;  uri nary bags f or medi cal  purposes;  t ubi ng
connect ors t or i nedi cal  purpOSes; pumps t or i nedi cal  purposes, namel y, syri nge pumps; i nf l l si on
pumps f or rnedi cal  purposes; sut ure needl cs; ul t ravi ol et  st eri l i zer f or l nedi cal  purposes; r i gi d and
nexi bl e medi cal  endoscopes;  medi cal  apparat us i n t he nat ure of  t ubes t hrough whi ch t he
endoscope i s i nsert ed; punct ure needl es f or rncdi cal  endoscopes, surgi cal  drapes; surgi cal  t hread;
t eet hi ng r i ngs;  i ce bag pi l l ows f or medi cal  purposes,  t r i angul ar bandages,  namel y,  el ast i c
bandages, support i ve bandages, compressi on bandages; support i ve bandages, cat gut  f or surgi cal
use; f eedi ng cups, droppi ng pi pet t es f or rnedi cal  purposeSi  t eat s, I nedi cal  i ce bags, I nedi cal  i ce
bag hol ders; babi esi  bot t l es; vacuunl  bot t l es f or nursi ng; i nger guards f or l nedi cal  purposesi  one―
pi ecc ci ot hi ng espcci al l y f or operat i ng rooms, namel y,  surgi cal  scrub sui t s; I nedi cal  t reat l ■ ent

apparel , namcl y, cl ot hi ng f or t t eat ni ent  bcf ore or a■ er operat i oni  gi oves f or l nedi cal  purposes.

aprons f or surgi cal  use; surgi cal  caps; rnasks f or surgi cal  use

KK Top' s MEDJ OY andヽCDI J OY t t ademark regi st rat i ons were ci t ed as bases f or
ref usal s of t hc` 080 appl i cat i on.

KK Top' s"生 EDJ OY and ⅣEDI J OY t rademarks are di rect ed pnmari l y t o mcdi cal
i nst rument s. KK Top' s MEDJ OY and ⅣI EDI J OY t rademarks are readi l y di st i ngui shabl e f rom
SⅣI Ps J OY t radcmark f or mcdi cal  heari ng ai ds.  Theref ore, KK Top hereby conscnt s t o SⅢ 生I ' s

use and regi st rat i on of t he J OY t radcmark f or medi cal  heari ng ai ds,

Shoul d he necd ari se, SMI  and Kl く Top wi l i  cooperat e and t ake al l  st eps necessary t o
amel i orat c any l i kel i hood of  cust omer or pot ent i al  cust omer conf usi on t hat  may ari se i n t he
f ut ure.

ヽ

ーYuう i  WATANABE
Presi dent
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